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RE:
Trademark Services & Fees

Dear Nancy:

Per our discussion, here’s some information about the costs and steps involved in trademark legal work. There are basically two separate steps: search and registration.

SEARCH 

As I mentioned, we recommend that clients spend a little time on preliminary searching on Google and USPTO and checking domain name availability. The purpose is to rule out those names which are already clearly taken in the client’s industry.
 

Once you have a name that clears the free searching hurdle, we recommend a preliminary search which includes the federal and state trademark databases. The cost is about $100 to Lexis, $50 for my paralegal’s time to run the search and $100 of my time to review and discuss it with the client. If there are no conflicts, even less. If there are no unreasonable conflicts, the next step is to conduct the full search. The cost is $475 to the search vendor, $50 for my paralegal’s time to order the search, and between $75-$280 of my time to review it and discuss it with you. It takes me anywhere from 15 minutes to 1 hour to review a full search and discuss with the client the findings, depending on the number of problematic hits turned up. The trademark search might reflect that the proposed use of the mark is apparently clear, or it might reflect some conflicts. Sometimes, it’s not clear if another trademark is a conflict, so further investigation is necessary. This can sometimes take awhile and is unpredictable. The search might also reflect a conflict that needs to be resolved. Resolution can take the form of (a) accepting the risk and going forward anyway or (b) contacting the owner and working something out (either a co-existence agreement or a complete buy out). This can also take some time and is unpredictable. Sometimes, the search reflects conflicts that cannot be resolved and the client has to choose another name. This can get very expensive, but the client controls additional expenditures.

US REGISTRATION

Assuming we are able to clear any conflicts, we can then apply for US federal registration. Here are the benefits of applying for it:

a) Your registration gives the world notice of your claim of ownership of the mark. This is undoubtedly the most important benefit because when others search for marks to see if they are available, the client’s mark will be readily apparent and hopefully they will move onto another choice;

b) nationwide constructive use as of the date of application, even if you only use it in a smaller geographic area. You are deemed to have been using it throughout the country from the date of application;

c) prima facie evidence of the registration’s validity, of the registrant’s ownership of the mark and of the registrant’s exclusive right to use the mark in commerce in connection with the goods or services specified in the registration certificate. If anyone challenges your rights, the burden is on the challenger to prove that your registration is invalid, that you don’t own it, or that you do not have the right to exclusive use of for the goods/services specified;

d) the right to institute a trademark action in the federal courts without regard to diversity of citizenship or the amount in controversy. Usually, to get into federal court, you have to show that the plaintiff and defendant are residents of separate states and that the amount in controversy is greater than $75,000;

e) the right to request Customs officials to bar the importation of goods bearing infringing trademarks;

f) provision for treble damages, attorneys’ fees and other remedies in civil actions for infringement; and

g) the right, after continuous use of the mark for five years after registration, to have the registration become incontestable and thereby constitute conclusive evidence of registrant’s exclusive right to use the mark in commerce for the identified goods or services subject to certain defenses, including fraud, abandonment, genericness, functionality, misrepresentation, prior use, use in violation of antitrust laws, fair use and equitable defense, such as laches.

After the search, the first step is to prepare the application. We will need to collect from the client specimens of use that show proper use of the mark in conjunction with the offer of services (usually advertising) or goods (usually packaging). We will also need a date of first use. Our paralegal would work out with the client a proper description of the services. Once we file the application, the Patent & Trademark Office (PTO) takes about 6 months to respond. They generally raise issues like the description of services is too broad, or they suggest changes to the specimens. We have six months to respond. Once we respond, they may raise additional objections. This process can go on several times. Once the PTO is satisfied with the application, they publish it for opposition. This allows third parties who think the mark is infringing to object. Assuming there’s no public objection, the PTO issues a certificate of registration. This can also take 4-6 months. Meanwhile, the client can immediately after the search begin using “SM” by the mark in promotional materials for services, or TM for goods, to indicate that the client considers it to be a trademark. Once it is registered, the client can use ®.

The cost to register the mark is $335 per class, and the number of classes depends on what services/goods the client is using it in connection with and how many classes they fall into 

according to the PTO’s classification system. Then there’s our time to prepare the application-which could take my paralegal ($180/hour) several hours including the time to discuss the above issues with the client. Thus, about $700 for the application if it is only one class.

Then, when the PTO responds, there are costs for our time to reply. If one response to an Office Action will suffice to take the application to publication and then registration (assuming no Opposition is filed), I estimate further costs at between $1,000 and $1500.

If one response does not solve the problem, then depending on whether the objection appears insurmountable, the costs can vary from an additional few hundred dollars, looking toward abandonment, to between $5,000 and $15,000 to carry an ex parte appeal to the Trademark Trial and Appeal Board. If you elect to have us file a Response to the Office Action, the application proceeds to publication and then an Opposition is filed, the costs could escalate to between $20,000 and $50,000, depending on the zeal of the Opposer-this is akin to regular litigation, albeit somewhat less formal and consequently less expensive, but as in regular litigation, these costs are driven in large part by the generating of filings and depositions by the Opposer/Plaintiff. This is of course a worst case scenario and our clients would be well-warned to walk away before it would get to this.

However, in a registration where the PTO does not have significant concerns and where there is no Opposition from a third party, you can expect the registration costs to be a total of about $2200 (including the application costs above).

FOREIGN SEARCHING AND REGISTRATION

Please keep in mind that the above costs are US only. If your clients desire to provide goods/services in other countries, the costs are likely to be duplicated in each country. (The EU offers some economies.)

WHAT HAPPENS IF YOU DON’T SEARCH AND REGISTER

Some companies adopt names without bothering with all of this, either because they aren’t aware of the process, or they can’t deal with the expense. It is very unlikely that an existing trademark holder would SUE an infringing company in the first instance; much more likely that they will send a cease and desist letter and give the infringer a brief time period to change its name. This is more problematic with goods, which might require destruction of inventory, than with services. Some companies are in a position to accept that risk and even though they might use the name for 5 or even 10 years, they will be forced to change their name if they meet with objection. It depends on the type of industry the client is in and type of customers that the client has. For instance, if the client is not advertising to consumers but rather in B-to-B, it is much easier to change the company name.

Some companies don’t like the risk of having to change their name, so they complete the search process, but hold off on the registration until the business begins generating profits. This way, even if they don’t register, they have superior legal rights to anyone else who enters the market with a confusingly similar name after them. Thus, the first user can require the second user to cease and desist, even without a registration. This gets to be problematic if the two companies are operating in different geographic areas (without the benefit of a website), because a second user in a remote geographic area does have rights in that area. 
 

Hope this is helpful. Please call with any questions.








Sincerely,








Sachnoff & Weaver, Ltd.








/s/ Angela Washelesky

